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DETAILED ACTION 



Amendment/Response 

Applicant's amendment and request for reconsideration filed 3/20/09 are 
acknowledged and entered. 

Status of Claims 

Claim 29 has been canceled. 
Claims 1-28 and 30-35 are pending. 

Claims 7-8, 13-14, 18-20, 27-28, and 34 have been previously withdrawn from 
further consideration. 

Claims 1-6, 9-12, 15-17, 21-26, 30-33, and 35 are presently under examination. 
Claim Rejections-35 USC§112 

The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-6, 9-12, 15-17, 21-26, 30-33, and 35 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Some of the rejections below under the second paragraph are reiterated from the 
previous Office action mailed on 3/24/08, and some are newly added, which is 
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necessitated by applicant's amendment filed 3/20/09. Those set forth in the previous 
Office action but not reiterated herein are withdrawn in view of applicant's amendment. 

Claim 1 recites the limitation "providing a population of transgenic insects 
comprising a human neurodegenerative disease gene." The metes and bounds of the 
limitation are not clear because it is unclear whether each member of the population 
comprises the human neurodegenerative disease gene or the population as while 
comprises the human neurodegenerative disease gene, i.e. some members may not 
comprise the human gene. As such, claims 1-6, 9-12, 15-17, 21-26, 29-30, 32-35, and 37 
are indefinite. 

Claim 2 and its dependent claims arc rejected for containing the same limitation. 

Response to Argument This rejection is reiterated from the previous Office 
action. Applicant's argument filed 3/20/09 is on the ground that the amendment filed 
3/20/09 overcomes the rejection. See page 10 of the response. This is unpersuasive 
because the metes and bounds of the amended claims are still unclear. The amended 
claims, e.g. claim 1, now recite "providing a population of transgenic insects, said 
transgenic insects of said population comprising a human neurodegenerative disease 
gene." It is still unclear whether all or only some individuals of the population comprise 
the human neurodegenerative disease gene. One skilled in the art would understand that if 
only certain, but not all, members of the insect population comprise the human gene, one 
could say that the insects of the population comprise the gene. If it is intended that each 
and every member of the population comprises the human gene, it should be clearly so 
indicated. 
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The amended claim 1 recites "identifying a difference between said trait before 
administration of said test agent and after administration of said at least one test agent 
. . . ." It is confusing in that it's unclear whether a difference is intended for "said test 
agent" and "said at lest one test agent." This rejection is necessitated by applicant's 
amendment filed 3/20/09. 



Clarification of the metes and bounds of the claims is requested. 



Claim Rejections-35 USC § 102/103 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application Cor patent, published under section 1 22(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the 
treaty defined in section 351 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 2 1 (2) of such treaty in the English 
language. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S. C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-6, 9-12, 15-17, 21-26, 30-33, and 35 are rejected under 35 U.S.C. 102(e) 
as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Botas, US 
2004/0177388 in view of Roberts et al. (Journal of Leukocyte Biology, Vol. 68, pages 
627-632, Nov. 2000). 

This rejection is necessitated by applicant's amendment. 

The applied reference has a common inventor with the instant application. Based 
upon the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 
U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a 
showing under 37 CFR 1.132 that any invention disclosed but not claimed in the 
reference was derived from the inventor of this application and is thus not the invention 
"by another," or by an appropriate showing under 37 CFR 1.131. 

The claims are drawn to a method for determining whether a test agent has an 
effect on a population of insects, the method comprising providing a population of 
transgenic insects comprising a human neurodegenerative disease gene; identifying a trait 
of a specimen in the population before the administration of the test agent; administering 
the test agent to the population; creating a plurality of digital image frames of a movie 
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showing a trait of specimens in the population; and identifying a difference between the 
trait before administration of the test agent and after administration of the test agent, 
wherein a difference identifies the test agent as having an effect on the population of 
insects. 

Botas discloses a method for screening for a compound having activity against 

neurodegenerative disorder in transgenic fly larvae (e.g., Drosophila larva, [0018]) 
comprising providing a population of transgenic insects having a human 
neurodegenerative disease gene (claims 48-57 therein ), administering an agent, creating 
a plurality of digital image showing a trait in a population ([0299]-[[0303]), and 
correlating the trait with the effect ([0288]-[292]), as in the instant claims 1-2. Botas 
discloses quantifying a trait ([0300], claim 48), as in instant claims 3-4. Botas discloses 
modifying and quantifying a climbing behavior [0300]-[0301], as in instant claims 5-6. 
Botas discloses an agent screening assay using various compounds and a test and 
reference fly populations and ranking agents according to their activity (claims 48-52 
therein and [0300]-[0318]), as in instant claim 9. Botas discloses determining an agent 
and reference phenoprofile (i. e., a trait and a quantitative characteristic of the trait), 
comparing both phenoprofiles, and selecting and agent (claims 48-52, [0300]-[0301]), as 
in instant claims 10-12, 15-17, and 21-23. Botas discloses an insect phenotype with 
characteristics of a mammalian disease (claim 56 therein), as in instant claims 24-26, 31, 
33, and 35. Botas discloses transgenes for gene encoding a polypeptide with an expanded 
polyglutamine tract [0007], as in instant claim 30. Botas discloses mutation which results 
in loss or gain of a function ([0007]-[001 1]; claims 48-58 therein], as in instant claim 32. 
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Botas does not expressly use the term "movie." 

However, Botas discloses that an image series of 40 focal planes are taken from 
one sample. See at least paragraph [0342]. The instant specification states that the term 
"movie" has its normal meaning in the art and refers a series of images (e.g., digital 
images) called "frames" captured over a period of time. See page 27. It would be readily 
apparent to one skilled in the art at the time of the invention that the series of 40 images 
by Botas were done over time, and thus would be considered as a movie. 

Or alternatively, making a movie instead of still images would have been obvious 
to a person of ordinary skill in the art at the time the invention was made over Botas in 
view of Roberts et al. 

Roberts et al. disclose creating a movie and performing time-lapse recordings of 
cells overnight to observe changes in endosome structure and activity after activation of 
a GFP labeled protein. They also disclose that the time-lapse recordings were made with 
Bio-Rad MRC 1024 confocal microscopy, which is the same instrument used by Botas. 
See at least Fig. 1 and page 628, right column. One having ordinary skill in the art would 
have been motivated to modify Botas to take time lapse images and make a movie as it 
would have been well known in the art that a movie having multiple images over time 
could reveal things that a still image might not and could observe changes of 
fluorescense, as used by Botas, over time. There would have been a reasonable 
expectation of success as Roberts et al. disclosed the details of doing so. 



Double Patenting 
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Claims 1-6, 9-12, 15-17, 21-24, 25-26, 30-33 and 35 are provisionally rejected 
under the judicially created doctrine of obviousness-type double patenting as being 
unpatentable over claims 1-6, 9-12, 15-17, 21-24, 25-26, 30, 32-33 and 37 of copending 
Application 10/618,913 ("App. '913") in view of claim 29, and in view of Botas, US 
2004/0177388. 

This rejection is reiterated from the previous Office actions. 

In the response filed 3/20/09, applicant did not dispute the rejections but stating 
that applicant will consider filing a terminal disclaimer upon notification of otherwise 
allowable claims. 

Applicant is advised that until a terminal disclaimer if filed or claims of the 
copending and/or the instant application are amended so that the claimed subject matter 
of the copending and the instant applications is patentably distinct, the rejection under the 
judicially created doctrine of double patenting will be maintained and no allowable 
subject matter will be indicated. A timely filed terminal disclaimer in compliance with 37 
CFR 1 .321 (c) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or patent is 
shown to be commonly owned with this application. See 37 CFR 1.130(b). 

Claim Objections 

The objections to claims 5 and 31 set forth in the previous Office action are 
withdrawn in view of applicant's amendment. 
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Conclusion 

No claim is allowed. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 
706.07(a). 

Applicants are reminded of the extension of time policy as set forth in 37 C.F.R. 
§1.136 (a). A shortened statutory period for response to this final action is set to expire 
three months from the date of this action. In the event a first response is filed within two 
months of the mailing date of this final action and the advisory action is not mailed until 
after the end of the three-month shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 C.F.R. §1.136 (a) will be calculated from the mailing date of the advisory 
action. In no event, however, will the statutory period for reply expire later than six 
months from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shubo (Joe) Zhou, whose telephone number is 571-272- 
0724. The examiner can normally be reached Monday-Friday from 8 A.M. to 4 P.M. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Marjorie Moran, can be reached on 571-272-0720. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Patent applicants with problems or questions regarding electronic images that can 
be viewed in the Patent Application Information Retrieval system (PAIR) can now 
contact the USPTO's Patent Electronic Business Center (Patent EBC) for assistance. 
Representatives are available to answer your questions daily from 6 am to midnight 
(EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image 
problem with, the number of pages and the specific nature of the problem. The Patent 
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Electronic Business Center will notify applicants of the resolution of the problem within 
5-7 business days. Applicants can also check PAIR to confirm that the problem has been 
corrected. The USPTO's Patent Electronic Business Center is a complete service center 
supporting all patent business on the Internet. The USPTO's PAIR system provides 
Internet-based access to patent application status and history information. It also enables 
applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. For all other customer support, please 
call the USPTO Call Center (UCC) at 800-786-9199. 

/Shubo (Joe) Zhou/ 
Shubo (Joe) Zhou, PH.D. 
Primary Examiner 



